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In re | MP | nterMedi aPost | nc.

Serial No. 75/723, 416

P. Jay Hines of olon, Spivak, MCelland, Mier &
Neustadt, P.C. for | M InterMdiaPost Inc.

Cynt hi a Esparza Crockett, Trademark Exam ning Attorney, Law
Ofice 111 (Craig Tayl or, Managi ng Attorney).

Before Ci ssel, Hohein and Wendel, Adm nistrative TrademarKk
Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

| MP I nter Medi aPost Inc. has filed an application to
regi ster the mark | MP | NTERVEDI APOST | NTERNATI ONAL
MJULTI MEDI A & POST PRODUCTI ON, in the format shown bel ow,
for “video editing, audio post production and nultinedi a
production services for the entertai nnent and adverti sing
i ndustries in connection with the production of notion

pi ctures, videos, conmercials, infomercials and online
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”1

adverti sing. A di scl ai mer has been made of the words

“I NTERNATI ONAL MULTI MEDI A & POST PRODUCTI ON. ”

Regi stration has been finally refused under Section
2(d) of the Trademark Act on the ground of |ikelihood of
confusion with the mark | NTERMEDI A, whi ch has been
registered by Internedia, Inc. for the goods and services

set forth in the follow ng registrations:
Regi strati on No.

1, 849, 8132 Prerecorded video cassette tapes,
interactive |aser discs, conputer
sof tware prograns, CD ROVs and
mul ti medi a containing both |ive
and animated action in the fields
of dramm, conedy, nusic, sports,
docunentaries, political and
soci al issues, self help and
instruction in a variety of
di sci pl i nes.

! Serial No. 75/723,416, filed June 7, 1999, based on an

al l egation of a bona fide intention to use the mark in conmerce.
An anendnent to allege use was filed Cctober 1, 1999, claimng a
date of first use anywhere and a date of first use in comerce of
June 2, 1999.

2 | ssued August 16, 1994, setting forth a date of first use
anywhere and a date of first use in comrerce of January 1, 1986,
Section 8 & 15 affidavits accepted and acknow edged,
respectively.
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1, 926, 9043 Producti on services, nanely
produci ng prerecorded video
cassette tapes, interactive |aser
di scs, conputer software prograns,
CD- ROM5, and mul ti nedi a,
containing both live and ani mat ed
action, in the fields of drans,
conedy, nusic, sports,
docunentary, political and soci al
i ssues, self-help, and instruction
in a variety of disciplines, and
instructional manual s sold as a
unit.

2,325, 050* Whol esal e di stributorship services
and mai |l order catal og services
featuring prerecorded video
cassette tapes, conputer software
prograns, CD-ROVs and nul tinmedia
containing both live and ani mat ed
action in the fields of drams,
conmedy, docunentary, political and
soci al issues, self-help and
instruction in a variety of
di sci pli nes.

The refusal has been appeal ed. Both applicant and the

Exam ning Attorney have filed briefs and both participated

in the oral hearing.

® | ssued Cctober 17, 1995, setting forth a date of first use
anywhere of Novenber 15, 1980 and a date of first use in comerce
of February 1, 1983, Section 8 & 15 affidavits accepted and
acknow edged, respectively.

* Issued March 7, 2000, setting forth a date of first use
anywhere of Novenber 15, 1980 and a date of first use in comerce
of February 1, 1983.
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We nake our determnation of |ikelihood of confusion
on the basis of the du Pont® factors that are relevant in
view of the evidence of record. Two key considerations in
any analysis are the simlarity or dissimlarity of the
respective marks and the simlarity or dissimlarity of the
goods or services with which the marks are being used. See
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976); In re Azteca Restaurant
Enterprises, Inc., 50 USPQ2d 1209 (TTAB 1999).

Looking first to the respective goods and servi ces,

t he Exam ning Attorney notes that registrant’s goods and
servi ces enconpass production services, namely, producing
prerecorded video cassette tapes, interactive |aser discs,
conmput er software progranms, CD-ROVs and multinedia, as well
as the goods that are produced therefrom and the whol esal e
di stributorship of these goods. The Exami ning Attorney

t hen goes on to argue that the services of applicant and
registrant are very simlar; that both produce videos;

that the production services of registrant are not limted
in any way to “pre” or “post”; and that applicant’s
services in fact fall within the broad recitation of

regi strant’s services.

*Inre E |. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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Appl i cant argues that the goods and services specified
in the registrations do not enconpass post - production
services, such as are perforned by applicant. Applicant
describes its services as the refining and finalizing of
nmotion pictures, comercials and the |ike for the
entertai nnent and advertising industries. Applicant
further argues that there is little chance for overlap in
t he marketplace in that applicant provides technical
services to notion picture and adverti sing professionals,
whereas registrant sells finished video tapes and ot her
forms of nmedia to schools, clinics and governnent agencies.
Appl i cant has made of record specinens fromregistrant’s
registration files, as well as other materials which it
asserts confirmthe educational focus of registrant’s video
tapes and that registrant sells to schools, clinics and
gover nnment agenci es.

The issue of |ikelihood of confusion nust be
determ ned on the basis of the services as identified in
the application and the goods and services specified in the
cited registrations. Canadian Inperial Bank of Conmerce v.
Well's Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. GCr
1987). In the present case, registrant’s production
services are broadly identified as “producing” video tapes

and other nedia forns in various subject fields. Fromits
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other registrations it is obvious that registrant al so
sells the finished products and perforns distributorship
and mai |l order services in connection with those products.
From not only the production of goods such as video tapes,
but also the ultimate sale of the sane, it woul d appear
that any post-production processes, such as “video editing”
or “audi o post production,” would inherently be a part of
registrant’s production services. Thus, registrant’s
production services, as identified, enconpass the specific
post production services perforned by applicant, despite
applicant’s argunents to the contrary.

Mor eover, where there are no restrictions in the
regi strations as to channels of trade, we nust assune that
the registrant’s goods travel in and its services are
of fered through all the normal channels of trade for goods
and services of that nature. See Kangol Ltd. v. KangaROOS
US A Inc., 974 F.2d 161, 23 USPQ@d 1945 (Fed. G r. 1992).
Whi | e applicant may have introduced evidence as to the
specific markets in which registrant presently sells its
video tapes and for which its tapes are produced, the
registrations are not so limted. No distinction can be
made on the basis of the present markets for registrant’s
goods or services, regardless of the specific limtations

with respect to applicant’s channels of trade. There is a
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definite overlap of the specific channels of trade for the
production services of the application with those
enconpassed by the goods and services of the cited

regi strations.

Thus, we turn to consideration of the simlarity or
dissimlarity of the respective nmarks being used with the
goods and services at issue. In making our analysis of the
mar ks, we are gui ded by the general principle that the
greater the simlarity of the goods and/or services, the
| esser the degree of simlarity of the marks which is
necessary to support a conclusion that confusion is likely.
See Century 21 Real Estate Corp. v. Century Life of
Anmerica, 970 F.2d 874, 23 USPQ2d 1698 (Fed. G r. 1992).

In particular, our focus here is based on the fact that
applicant’s specific services are enconpassed by the nore
broadly identified services of registrant.

The Exami ning Attorney argues that the dom nant
portion of applicant’s nmark is the word portion
| NTERVEDI APOST or, at other points, she refers sinply to
the term I NTERVEDI A, and that, as such, applicant has
nerely appropriated registrant’s mark | NTERVEDI A and added
the descriptive term POST.

Applicant, on the other hand, argues that the

Exam ning Attorney has inproperly dissected applicant’s



Ser No. 75/723,416

mar k. Applicant asserts that it is the letters IMP and the
term MEDI A that are enphasized in its mark; that the coined
term | NTERMVEDI APOST is derived fromthe wording directly
below it; and that the overall commercial inpression of the
mark is much nore that the nmere letter string | NTERVED A
Appl i cant contends that the various conponents of its mark
are tied together by the use of |ower case script and the
runni ng together of the letters I MP and that consequently

| NTERMEDI A is part of a unitary phrase and does not create
t he separabl e inpression of that term standi ng al one.

I n maki ng our |ikelihood of confusion determ nation,
we are al so guided by the principle that although the marks
nmust be considered in their entireties, there is nothing
i mproper, under appropriate circunstances, in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cr. 1985). Moreover, although descriptive or disclained
matter cannot be ignored in conparing the marks, it is also
a fact that consuners are nore likely to rely on the non-
descriptive portion of a mark as an indication of source.
See Hil son Research Inc. v. Society for Human Resource
Managenent, 27 USPQRd 1423 (TTAB 1993). 1In addition, it is
the word portion of a mark, rather than the design

features, unless particularly distinctive, that is nore
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likely to be renenbered and relied upon by purchasers in
referring to the services, and thus it is the word portion
that will be accorded nore weight in determning the
simlarity or dissimlarity of the involved marks. See
Ceccato v. Manifattura Lane Gaetano Marzotto & Figl

S.p. A, 32 USPQd 1192 (TTAB 1994).

Appl yi ng these principles, we find the dom nant
portion of applicant’s mark to be the term | NTERMVEDI APCST.
Clearly the matter below that termis purely descriptive in
content, and has been acknow edged as such by applicant’s
di sclaimer thereof. Furthernore, the design portion, which
consists of the letters | MP, cannot be accorded as nuch
wei ght as the word portion | NTERVEDI APOST, inasnuch as it
woul d be the word portion that purchasers would rely upon
inreferring to applicant’s services. |[If given any
particular attention, the main function of the letters IM
woul d be to reinforce the word portion and the general
i npression created by the term | NTERVEDI APCST.

Thus, while admittedly there are differences in the
appear ance and sound of applicant’s and registrant’s marks
as a whole, we find the overall conmercial inpressions very
simlar. The dom nant portion of applicant’s mark, the
term | NTERMEDI APCST, is highly simlar to the whol e of

registrant’s mark | NTERMEDI AL  See Hew ett - Packard Co. V.
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Packard Press, Inc., No. 01-1276, slip op. at 7 (Fed. GCir.
March 1, 2002) (even though defendant’s mark PACKARD
TECHNCOLOG ES does not incorporate every feature of
plaintiff’s HEWLETT PACKARD marks, simlar overal
commercial inpression is created.)

Furthernore, it is well settled that a subsequent user
may not appropriate the mark of another and by addi ng
subordi nate or descriptive matter thereto avoid a
i kelihood of confusion. See Henry |I. Siegel Co., Inc. v.
A &F Oiginals, Inc., 225 USPQ 626 (TTAB 1985); Al bert o-
Cul ver Co. v. Helene Curtis Industries, Inc., 167 USPQ 365
(TTAB 1970). Here the term POST would nost |ikely be
vi ewed as descriptive of the post production feature of
applicant’s services. This descriptive significance is
enphasi zed by the term POST PRODUCTI ON whi ch appears
directly bel ow | NTERVEDI APOCST. Thus, the | NTERVEDI A
portion of the term | NTERVEDI APOST woul d have the greater
trademark significance and would be likely to lead to
confusion with registrant’s mark | NTERVEDI A

There are two exceptions to this general rule: (1)
when the comon portion is weak or descriptive or (2) when
the marks in their entireties convey significantly
different conmercial inpressions. See In re Denise, 225

USPQ 624 (TTAB 1985); 3 J.T. McCarthy, MCarthy on

10
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Trademarks and Unfair Conpetition, §23:50 (4'" ed. 2001).
We find neither one applicable here.

Al t hough applicant argues that registrant’s mark
| NTERVEDI A is weak and not entitled to a broad scope of
protection, we find that the evidence nade of record by
appl i cant does not establish such weakness. Applicant has
subm tted copies of six third-party registrations owned by
five entities for marks including the term | NTERVEDI A° for
vari ous services including tel ecomruni cati ons services,
cabl e transm ssion services, educational services in the
field of communications and arranging trade shows with
respect to various nedia technol ogy products and servi ces.
None of those services involve any phase of the production
of various nedia goods as do applicant’s and registrant’s
services. Such registrations are not for simlar marks
for simlar goods or services, so as to have an inpact on
the strength of registrant’s | NTERMVEDI A nar k.

In I'ike manner, we find the evidence submtted by
applicant of five trade nanmes containing the term
| NTERMVEDI A for Internet services to be irrelevant to the
strength of registrant’s mark for its production services

and other closely related goods and services. Thus, we

5 W do not consider the mark | NTERNETWORK MEDI A to be an
| NTERVEDI A mar k.

11
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find the comon portion of applicant’s and registrant’s
mar ks, the term | NTERVEDI A, not to be weak or descriptive
Sso as to bring the first exception into play. Nor do we
find that the overall commercial inpressions created by the
ternms | NTERMEDI A and | NTERMVEDI APOST are so distinctly
different as would obviate any Iikelihood of confusion.
Thus, the second exception is equally inapplicable.

Applicant has al so raised the issue of the
sophi stication of the purchasers of the respective services
and goods. Applicant argues that the typical buyer of
registrant’s video tapes is a school, clinic or governnent
agency seeking a tape that is ready for view ng, whereas
the typical buyer of applicant’s services is a professional
in the advertising or entertainnment industry seeking
assistance in the fine tuning and finalizing of notion
pi ctures, videos, conmercials or advertising.

As previously pointed out, however, no distinction can
be drawn on the basis of the present narkets for
regi strant’s goods or services because the registrations
are unrestricted as to channels of trade. Registrant’s
production services and the resultant furnishing of
finished video tapes could be offered to the sane
purchasers as those for applicant’s post production

services, which also result in finished video tapes. Wile

12
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t hese purchasers nay be professionals in their particular
fields, they are not inmune to source confusion. This is
especially true when the nmarks are very simlar in
comrercial inpression, as is the case here, and there is a
definite overlap in the goods and services being offered

t hereunder. See Aries Systens Corp. v. Wrld Book Inc., 23
USPQd 1742 (TTAB 1992).

Finally, applicant argues that there has been
concurrent use of the respective marks for over two years
wi t hout any evi dence of actual confusion. W can give
little weight to this fact, however, under the present
circunstances. In the first place, registrant has not had
the opportunity to be heard fromon this point. See In re
Nat i onal Novi ce Hockey League, Inc., 222 USPQ 638 (TTAB
1984). Second, we have no information as to the extent of
use of the respective marks or, in other words, whether
t here has been any real opportunity for confusion. See
Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768 (TTAB
1992). In any event, the relevant test is |likelihood of
confusion, not actual confusion. See Wiss Associates Inc.
v. HRL Associates Inc., 14 USPQ2d 1849 (Fed. Cir. 1990).

Accordingly, weighing all of the relevant du Pont
factors, we find confusion likely. To the extent that

there may be any remaining doubt, we follow the well-

13
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established principle that any doubt regarding Iikelihood
of confusion nust be resolved in favor of the registrant.
See In re Hyper Shoppes (Chio) Inc., 837 F.2d 463, 6 USPQd
1025 (Fed. Cir. 1988).

Decision: The refusal to register under Section 2(d)

is affirnmed.

14



